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1. Claims 7-12 and 15-17 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

A. The instant claims 9-12 recite improper Markush group language. See MPEP 2173.05(h). 
It is therefore unclear what is encompassed by the claimed Markush groups. 

B. Claims 15-17 provide for the use of the composition of claim 1, but, since the 
claims do not set forth any steps involved in the method/process, it is unclear what 
method/process applicant is intending to encompass. A claim is indefinite where it merely 
recites a use without any active, positive steps delimiting how this use is actually practiced. 

Claims 15-17 are is rejected under 35 U.S.C. 101 because the claimed recitation of a use, 
without setting forth any steps involved in the process, results in an improper definition of a 
process, i.e., results in a claim which is not a proper process claim under 35 U.S.C. 101. See for 
example Ex parte Dunki, 153 USPQ 678 (Bd.App. 1967) and Clinical Products, Ltd. v. Brenner, 
255 F. Supp. 131, 149 USPQ 475 (D.D.C. 1966). 

C. The instant claims 7-8 recite amounts in "% (w/w). It is unclear what is intended by 
"(w/w)" It is further unclear if the percentage is based on the entire composition of claim 1 
including those components encompassed by "comprising", only the recited components, one of 
the individual components, or some other basis. 

D. The instant claims 7-8 do not end in a period as required. It is therefore unclear 
what else might be included in these claims. 

E. It is unclear what is intended by "improvement" in claiml5. Are the values for the 
claimed parameters to be lowered, raised, or changed relative to some unspecified standard? 
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F. The term "low" in claim 16 is a relative term which renders the claim indefinite. 
The term "low" is not defined by the claim, the specification does not provide a standard for 
ascertaining the requisite degree, and one of ordinary skill in the art would not be reasonably 
apprised of the scope of the invention. It is therefore unclear what the scope of "low" is relative 
to the two parameters it modifies. 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claims 1, 9-15, and 19 are rejected under 35 U.S.C. 102(b) as being anticipated by 
US Pat. No. 5001210 Coury et aL 

Coury discloses mixing dihydroxyurethanes made from cyclic carbonates and polyamines 
which fall within the scope of the instantly claimed "urethane diols" and polyisocyanates which 
are thermoplastic prior to their reaction and therefore capable of being used as a "reactive 
polyurethane hot melt adhesive" on some substrate. These mixtures, prior to their reaction, fall 
within the scope of the instantly claimed compositions. See the abstract; column 1, lines 16-30; 
column 2, lines 40-68; column 3, lines 1-37; column 5, lines 4-47, particularly 15-25 and 38-47 
which prior to reaction falls within the scope of the instantly claimed compositions because the 
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compositions are meltable and useful as adhesive, and lines 50-68; column 6, lines 1-4, which 
prior to reaction falls within the scope of the instantly claimed compositions because the 
compositions are meltable and useful as adhesive; and the remainder of the document. It is not 
seen that the method step of the instant claim 14 differentiates the claimed composition from that 
of the patentee. The patentee mixes the components of claim 1 which appears to fall within the 
scope of the method of the instant claim 15. Since the instantly claimed components are mixed 
together the claimed open time and/or green strength improvements must be met. The adhered 
articles inferred from the patentee's recitation to use the above compositions as adhesives falls 
within the scope of the instant claim 19. 

5. Claims 1-19 are rejected under 35 U.S.C. 103(a) as being unpatentable over EP 
1378531 Al Kesselmayer in view of US Pat. No. 5001210 Coury et aL 

Kesselmayer discloses hot melt adhesives containing polyol, polyisocyanate, and acrylic 
polymer, which falls within the scope of the instant claims 4-5, at the abstract; page 2, lines 25- 
43, which encompasses the instantly claimed method steps, and lines 45-58; page 3, lines 1-14 of 
which lines 8, 10-11, and 13-14 encompasses the instantly claimed urethane diols and lines 1 1- 
13 encompasses their use with the polyols of the instant claims 2-3. It would have been obvious 
to one of ordinary skill in the art to use the instantly claimed urethane diols as the polyol of 
Kesselmayer because they are encompassed by the above noted sections of Kesselmayer and 
they would have been expected to give the benefits of such urethane diols to adhesives as taught 
throughout Coury et al.. Where the larger amounts of acrylic polymer of page 10, lines 15-18 are 
used, the amounts of the instant claims 7-8 are met if the second w is for the weight of the entire 
composition. It is not seen that the method step of the instant claim 14 differentiates the claimed 
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composition from that of the above references. The references mix the components of claim 1 
which appears to fall within the scope of the method of the instant claim 15. Since the instantly 
claimed components are mixed together the claimed open time and/or green strength 
improvements must be met. It would have been obvious to one of ordinary skill in the art to use 
the instantly claimed tackifying resins of claim 6 because they are well known for use in hot melt 
adhesives and they would have been expected to give the property which their name defines to 
the adhesives of the above cited prior art. 

6. Claims 1-8 and 13-19 are rejected under 35 U.S.C 102(b) as being anticipated by 
US Pat. Application Publication US 2002/0164486 Al Guse et al.. 

Guse et al. discloses the instantly claimed hot melt adhesives at the abstract; sections [0014]- 
[0040], particularly sections [0033] which discloses polyurethane diols which falls within the 
scope of the instantly claimed urethane diols with sufficient specificity so as to anticipate the use 
of the instantly claimed urethane diols particularly given Guse's preference for diols and the low 
amount of picking and choosing required to choose polyurethane diols. Seections [0027] and 
[0034] fall within the scope of the instant claims 7-8. Section [0033] encompasses mixtures of 
the urethane diols with the polymers of the instant claims 2-5. The resins of section 0040] are 
tackifying resins. It is not seen that the method step of the instant claim 14 differentiates the 
claimed composition from that of the above reference. The reference mixes the components of 
claim 1 which appears to fall within the scope of the method of the instant claim 15. Since the 
instantly claimed components are mixed together the claimed open time and/or green strength 
improvements must be met. The adhesive method of the reference falls within the scope of the 
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instant claims 15-18 and the resulting article falls within the scope of the instant claim 19. See 
sections [0057]-[0106] and claim 30. 

7. Claims 1-19 are rejected under 35 U.S.C. 103(a) as being unpatentable over US Pat. 
Application Publication US 2002/0164486 Al Guse et al. in view of US Pat. No. 5001210 Coury 
et al.. 

Guse et al. discloses the instantly claimed hot melt adhesives at the abstract; sections [0014]- 
[0040], particularly sections [0033] which discloses polyurethane diols which falls within the 
scope of the instantly claimed urethane diols with sufficient specificity so as to anticipate the use 
of the instantly claimed urethane diols particularly given Guse's preference for diols and the low 
amount of picking and choosing required to choose polyurethane diols. Seections [0027] and 
[0034] fall within the scope of the instant claims 7-8. Section [0033] encompasses mixtures of 
the urethane diols with the polymers of the instant claims 2-5. The resins of section 0040] are 
tackifying resins. It is not seen that the method step of the instant claim 14 differentiates the 
claimed composition from that of the above reference. The reference mixes the components of 
claim 1 which appears to fall within the scope of the method of the instant claim 15. Since the 
instantly claimed components are mixed together the claimed open time and/or green strength 
improvements must be met. The adhesive method of the reference falls within the scope of the 
instant claims 15-18 and the resulting article falls within the scope of the instant claim 19. See 
sections [0057]-[0106] and claim 30. 

It would have been obvious to one of ordinary skill in the art to use the instantly claimed 
combinations of ingredients in the instantly claimed methods to form the instantly claimed 
articles from the disclosure of Guse because Guse encompasses the use of the instantly claimed 
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combinations of ingredients in the instantly claimed methods to form the instantly claimed 
articles in the sections cited above and these adhesives would have been expected to give the 
properties described by Guse. 

It would have been obvious to one of ordinary skill in the art to use the urethane diols of the 
instant claims 9-12 as the polyol of Guse because they are encompassed by the above noted 
sections of Guse and they would have been expected to give the benefits of such urethane diols 
to adhesives as taught throughout Coury et aL 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Patrick D. Niland whose telephone number is 571-272-1 121 . The 
examiner can normally be reached on Monday to Thursday from 10 to 5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan, can be reached on 571-272-1 1 19. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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